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BU2AWA, DAVID M. 


Examiner 

Henry M Johnson, 111 
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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 IWIONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

. Exlenstonsof time may be avirilabie under the imivi^^ liiinavenl,haMiver,may8ieplyl)etimfllyfiIad 

afler SIX (6) MO^^>iS from the ma^ng date of thb commurdcatioa 
. If the period tor reply specHied above bleaa than thirty (30) days, a repJyv^^ 
. W NO portod tor reply Is apecmed above, the maximum alatirtory parted will a 

. FailU» to raply within lha sal or ejdended period lor reply wW, by 05US.C.ft 133). 

Any reply fmivad fay the Office later than three months afte^ 
earned patent term adjustment. See37CFR 1.704<^). 

Status 

1)13 Responsive to communication(s) filed on 12 August 2004. 
2a)D This action is FINAL 2b)ia This action is non-final. 

3) D Since this application is in condition for allowance e»ept for fonmal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayto, 1935 CD. 1 1 . 453 O.6. 213. 

Disposition of Claims 

4) |SI Claim(s) hSl is/are pending in the application. 

4a) Of the above claim(s) 10-51 is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) 13 Clalmfs) U3 and 8- 9 is/are rejected. 

7) 13 Claim(s)i:Z is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 13 The specification is objected to by the Examiner. 

10) 13 The drawing(5) filed on 1_ is/are: a)^ accepted or b)I3 objected to by the Examiner. 

Applicant may not requ^t that any objection to the drawjng(s) t>e held in alwyance. See 37 CFR 1.85(a). 
Replacement drawing 8heet(s) Including the connection Is required if the drawing(s) is objected ta See 37 CFR 1.121(d). 

11) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 1 1 9 

12) D Aclmowledgment is made of a daim for foreign priority under 35 U.S.C. § 119(a)-(d) or (0. 
a)n All b)D Some * 0)0 None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the international Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office acUon for a list of the certified copies not received. 
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DETAILED ACTION 

This application contains claims directed to the following patentably distinct species of 
the claimed invention. 

Species 1 as shown by embodiment 1 in Figure 1. 

Species 2 as shown by embodiment 2 in Figure 2. 

Species 3 as shown by embodiment 3 in Figure 3. 

Species 4 as shown by embodiment in Figure 4. 

Species 5 as shown by embodiment 5 in Figure 5. 

Species 6 as shown by embodiment 6 in Figure 6. 
The election of Species 2. claims 1-9 with traverse in the response to the restriction 
requirement has been received and is acknowledged. 

Drawings 

The dravirings are objected to as failing to comply with 37 CFR 1*84(p)(5) because they 
do not include the following reference sign(s) mentioned in the description: on page 5. the laser 
delivery device, 20. Corrected drawing sheets in compliance with 37 CFR 1.121(d) are required 
in reply to the Office action to avoid abandonment of the application. Any amended replacement 
drawing sheet shwid hdude all of ttie figures appearing on the immediate prior version of the 
sheet, even if only one figure is being amended/The replacement sheet(s) should be labeled 
-Replacement Sheef in the page header (as per 37 CFR 1.84(c)) so as not to obstruct any 
portim of the drawing figures. If the changes are not accepted by the examiner, the applicant 
will be notified and infomned of any required con^ve action in the next Office action. The 
objection to the drawings will not be held in abeyance. 
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Specification 

The disclosure is objected to because of the following Infonnalities: On page 6, 
paragraph 0028, the fiber switches are noted 18 and 1 18. The labels are the spot adjustment 
devices. 

Appropriate correction is required. 

Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that forni the 
basts for the rejections under this section made in this Office action: 
A person shall be entitled to. a patent unless - 

(b) the invention was patented or described In a printed publication in this or a foreign country or In public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1-3 and 9 are rejected under 35 U.S.C. 102(b) as being anticipated by U.S. 
Patent 5,254.1 12 to Sinofsky et al (Sinofsky). Sinofsky teaches a laser treatment device using 
two laser sources (Fig. 1. #s 42 & 43). an optical switch (Fig. 1, # 46) setecBvely connects either 
laser to the delivery optical fibers in a catheter so that energy from either laser can be applied 
selectively (Col. 4. lines 20-25). The delivery optical fibers are interpreted as the delivery 
device. 

Regarding daim 3, the catheter is bn^adly interpreted as a variant of an endoscope. 
Both are commonly defined as elongated tubes or shafts, with the primary difference being size. 

Regarding daim 9, Sinofeky disdoses the use of a Ho:YAG laser, a solid state laser 
(Col. 5, line 23). 

Claim ReJwUona - 35 USC § 103 
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The following is a quotation of 35 U.S.C. 103(a) which fbrms the basis fbr all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the Invention is not identically disclosed or descra>ed as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skiil in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claim 8 is rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. Patent 

5,254.1 12 to Sinofsky et al (Sinofsky). Sinofsky discloses a laser device with an optical switch 

but does not disclose the methodology of the switch mechanism. At the time the invention was 

made, it wouM have been an obvious matter of design choice to a person of ordinary skill in the 

art to select any number of switching methodologies because Applicant has not disclosed fliat a 

specific method provides an advantage, is used for a particular purpose, or solves a stated 

problem. One of ordinary skill in the art, furthermore, would have expected Applicant's invention 

to perform equally well with any switching mechanism to effect the fiber selection. Therefore, it 

would have been an obvious matter of design choice to use any number of switching 

mechanisms in the invention of Sinofsky to obtain the invention as spedTied in claim 8. 

Allowable Subject Matter 
Claims 4-7 are objected to as being dependent upon a rejected base claim, but would be 
allowable if rewritten in independent form including all of the limitations of the base daim and 
any inten/ening claims. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to applicants 
disclosure. U.S. Patent 4,477,159 to Mizuno et al teaches a device with an optical switch for 
selecting either a slit lamp adapter or ophthalmoscope as recipient of a laser beam. 
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Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Henry M Johnson, III whose telephone number is (703) 305-0910. The 
examiner can normally be reached on Monday through Friday from 6:00 AM to 3:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor. Linda C Dvorak can be reached on (703) 308-0994. The lax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

. Information regarding the status of an application may be obtained from the Patent 
Application Infomnation Retrieval (PAIR) system. Status infonmation for published applications 
may be obtained from either Private PAIR or Public PAIR. Status infonmation for unpublished 
applications is available through Private PAIR only. For more infonnation about the PAIR 
system, see http://pair-direcLuspto.gov. Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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